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FIRST ACTION REJECTION 
DRAWINGS 

1 . This application has been filed with drawings that are considered informal; however, said 
drawings are acceptable for examination and publication purposes. The review process for 
drawings that are included with applications on filing has been modified in view of the new 
requirement to publish applications at eighteen months after the filing date of applications, or any 
priority date claimed under 35 U.S.C. §§119, 120, 121, or 365. 

CLAIM REJECTIONS — 35 U.S.C. §103(a) 

The following are quotations of 35 U.S.C. §103 ( a ) which form the basis of the 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner 
in which the invention was made. 



2. Independent claims 1 & 22 and dependent claims 2-21 & 23-42 are rejected under 35 
U.S.C. §103(a) as being unpatentable over Dedrick, US 5,724,521 (3/3/1998) (herein referred to 
as "Dedrick") in view of Deaton 6,292,786 (09/18/2001) [US f/d: 08/1 1/1999] (herein referred 
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to as "Deaton") and further in view of Angles 5,933,81 1 (08/03/1999) (herein referred to as 
" Angles "). 

As per claim 1, Dedrick (FIG. 1 through FIG. 5; FIG. 6a; FIG. 6b; FIG. 7a; col. 1, 
11. 14-21; col. 3, 11. 29-67; col. 15, 11. 15-31; col. 4, 11. 1-67; col 7, 11. 9-15 and the 
ABSTRACT) shows elements that suggest the: "method for electronically sending 

promotional material based upon consumer tastes and preferences " via "electronic 

mail . . ." 

Dedrick lacks an explicit recital of the elements and limitations of sending the 
electronic mail as claimed in claim 1 . 

Deaton (FIG. 8B; FIG. 8C; and FIG. 1) shows elements that suggest the 
elements and limitations of sending the electronic mail as claimed in claim 1 . 

Deaton proposes e-mail generation modifications that would have applied to the 
method and system of Dedrick . It would have been obvious to a person of ordinary skill 
in the art at the time of the invention to combine the teachings of Deaton with the method 
and system of Dedrick because such combination would have provided means wherein 

"[customers] may be induced to loyalty to a particular store " (see Deaton (col. 19, 

11. 1-10)) and because such combination would have provided means for comparing "The 
characteristics of the individual end users with a consumer scale associated with the 
electronic advertisement. " (See Dedrick (col. 2, 11. 5-7)). 

Dedrick lacks, an explicit recital of: "sending promotional material to the consumer 
based upon the tracked consumer movement within the embedded Internet web sites." 
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Angles (FIG. 3; FIG. 4; FIG. 5; and FIG. 6) shows elements that suggest: 
"sending promotional material to the consumer based upon the tracked consumer 
movement within the embedded Internet web sites." 

Angles provides "embedded Internet web sites" modifications that would have 
applied to the method and system of Dedrick . It would have been obvious to one of . 
ordinary skill in the art at the time of the invention to combine the modifications of Angles 
with the method and system of Dedrick because such modifications would have provided a 
means of "merging the electronic page . . . and the customized advertisement" in 
conjunction with e-mail distribution. (See Angles col. 23, 11. 5-35). 

As per claim 2, Dedrick in view of Deaton and Angles shows the method 
of claim 1 . 

Dedrick does not explicitly show: "acquiring the consumer's emal address." 

"Official Notice" is taken that both the concept and the advantages of "acquiring 
the consumer's emal address. . . ." were obvious, well known and expected in the art by 
one of ordinary skill at the time of the invention because acquisition of an e-mail address 
would have enabled a merchant to send promotional material to a prospective-client. 



As per claim 3, Dedrick in view of Deaton and Angles shows the method of 
claim 2. 

Dedrick does not explicitly show the elements of claim 3 . 
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"Official Notice" is taken that both the concept and the advantages of "wherein 

the electronic mail address is acquired at the pont of sale location " were obvious, well 

known and expected in the art by one of ordinary skill at the time of the invention because 
acquisition of an e-mail address would have enabled a merchant to send promotional 
material to a prospective client. 

As per claim 4, Dedrick in view of Deaton and Angles shows the method of 
claim 2. 

Dedrick does not explicitly show the elements of claim 4. 

"Official Notice" is taken that both the concept and the advantages of "wherein 

the electronic mail address is acquired electronically " were obvious, well known and 

expected in the art by one of ordinary skill at the time of the invention because acquisition 
of an e-mail address would have enabled a merchant to send promotional material to a 
prospective client. 

As per claim 5, Dedrick in view of Deaton and Angles shows the method of 



Dedrick does not explicitly show the elements of claim 5. 

"Official Notice" is taken that both the concept and the advantages of "wherein 

the unique identifier for the electronic mail address is an alphanumeric tag " were 

obvious, well known and expected in the art by one of ordinary skill at the time of the ... 



claim 2. 
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invention because acquisition of an e-mail address would have enabled a merchant to send 
promotional material to a prospective client. 

As per claim 6, Dedrick in view of Deaton and Angles shows the method of 
claim 1. 

Dedrick lacks an explicit recitation of the elements of claim 6. 

"Official Notice" is taken that both the concept and the advantages of "wherein 
the plurality of accessed Internet web sites include a plurality of links to other web pages 

that can be located at a plurality of web servers " were obvious, well known and 

expected in the art by one of ordinary skill at the time of the invention because such a 
network would have enabled a merchant to send promotional material to a plurality of 
prospective clients. 

As per claim 7, Dedrick in view of Deaton and Angles shows the method of 
claim 6. 

Dedrick lacks an explicit recitation of the elements of claim 7. 

"Official Notice 55 is taken that both the concept and the advantages of "wherein 
the plurality of links to other web pages includes a link to a web page from where the - 
consumer can purchase merchandise. . . ." were obvious, well known and expected in the 
art by one of ordinary skill at the time of the invention because such links would have 
enabled a merchant to send promotional material to a plurality of prospective clients. 
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As per claim 8, Dedrick in view of Deaton and Angles shows the method of 
claim 6. 

Dedrick lacks an explicit recitation of the elements of claim 8. 

"Official Notice" is taken that both the concept and the advantages of "wherein 
the plurality of links to other web pages includes a link to a web page from where the 

consumer can electronically view images of merchandise " were obvious, well known 

and expected in the art by one of ordinary skill at the time of the invention because such 
links would have enabled a prospective client to view and select merchandise on-line. 

As per claim 9, Dedrick in view of Deaton and Angles shows the method of 
claim 6. 

Dedrick lacks an explicit recitation of the elements of claim 9. 

"Official Notice" is taken that both the concept and the advantages of "wherein 
the plurality of links to other web pages includes a link to a web page from where the 

consumer may electronically contact a seller " were obvious, well known and expected 

in the art by one of ordinary skill at the time of the invention because such links would 
have enabled a prospective client to obtain further information on or purchase 
merchandise on-line. 



As per claim 10. Dedrick in view of Deaton and Angles shows the method of 
claim 1. 
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Dedrick lacks an explicit recitation of the elements of claim 10, 
"Official Notice" is taken that both the concept and the advantages of "wherein 
the consumer movement within the plurality of accessed embedded Internet web sites is 
stored in a log file. . . ." were obvious, well known and expected in the art by one of 
ordinary skill at the time of the invention because such tracking would have enabled a 
merchant to determine customer preferences. 

As per claim 1L Dedrick in view of Deaton and Angles shows the method of 
claim 10. 

Dedrick lacks an explicit recitation of the elements of claim 1 1 . 

"Official Notice" is taken that both the concept and the advantages of "wherein 
the log file includes the addresses of the plurality of web sites accessed by the. 
consumer. . . were obvious, well known and expected in the art by one of ordinary skill 
at the time of the invention because such tracking would have enabled a merchant to 
determine customer preferences. 

As per claim 12, Dedrick in view of Deaton and Angles shows the method of 
claim 10. 

Dedrick lacks an explicit recitation of the elements of claim 12. 
"Official Notice" is taken that both the concept and the advantages of "wherein 
the log file includes information regarding the number of times the consumer accesses a 
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particular web site " were obvious, well known and expected in the art by one of 

ordinary skill at the time of the invention because such tracking would have enabled a 
merchant to determine customer preferences. 

As per claim 13. Dedrick in view of Deaton and Angles shows the method of 
claim 10. 

Dedrick lacks an explicit recitation of the elements of claim 13. 

"Official Notice" is taken that both the concept and the advantages of "wherein 
the log file includes information regarding any purchase the consumer makes while visiting 

the accessed web site " were obvious, well known and expected in the art by one of 

ordinary skill at the time of the invention because such tracking would have enabled a 
merchant to provide promotional awards or incentive points. 

As per claim 14, Dedrick in view of Deaton and Angles shows the method of 
claim 10. 

Dedrick lacks an explicit recitation of the elements of claim 14. 

"Official Notice" is taken that both the concept and the advantages of "wherein 

the log file includes the duration of the consumer's visit to a particular web site " were 

obvious, well known and expected in the art by one of ordinary skill at the time of the 
invention because such tracking would have enabled a merchant to determine customer 
preferences. 





Serial Number: 09/379,167 



(Eisen et aL) 



- 10 



Art Unit: 2162 



As per claim 15. Dedrick in view of Deaton and Angles shows the method of 
claim 10. 

Dedrick lacks an explicit recitation of the elements of claim 15. 

"Official Notice" is taken that both the concept and the advantages of "developing 
a consumer master database based upon the log file; querying the master database; and 
determining consumer preferences. . . were obvious, well known and expected in the art 
by one of ordinary skill at the time of the invention because such methods would have 
enabled a merchant to quantify and qualify the number of potential consumers who had a 
genuine interest in their merchandise. 

Claim 16 is rejected for substantially the same reasons as claim 15. . 

Claim 17 is rejected for substantially the same reasons as claim 15. 

Claim 18 is rejected for substantially the same reasons as claim 15 

Claim 19 is rejected for substantially the same reasons as claim 15. 



Claim 20 is rejected for substantially the same reasons as claim 15. 
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Asperclaim21 5 Dedrick in view of Deaton and Angles shows the method of 
claim 15. 

Dedrick lacks an explicit recitation of the elements of claim 21 . 

"Official Notice" is taken that both the concept and the advantages of "wherein 
the master database includes a credit card segment that includes consumer credit card 

number date and amount of purchase by consumer " were obvious, well known and 

expected in the art by one of ordinary skill at the time of the invention because such 
tracking would have enabled a merchant to provide promotional awards or incentive 
points. 

Claim 22 is rejected for substantially the same reasons as claim 1. 
Claim 23 is rejected for substantially the same reasons as claim 2. 
Claim 24 is rejected for substantially the same reasons as claim 3. 
Claim 25 is rejected for substantially the same reasons as claim 4. 
Claim 26 is rejected for substantially the same reasons as claim 5. 
Claim 27 is rejected for substantially the same reasons as claim 6. 
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Claim 28 is rejected for substantially the same reasons as claim 7. 
Claim 29 is rejected for substantially the same reasons as claim 8. 
Claim 30 is rejected for substantially the same reasons as claim 9. 
Claim 3 1 is rejected for substantially the same reasons as claim 10. 
Claim 32 is rejected for substantially the same reasons as claim 11. 
Claim 33 is rejected for substantially the same reasons as claim 12. 
Claim 34 is rejected for substantially the same reasons as claim 13. 
Claim 35 is rejected for substantially the same reasons as claim 14. 
Claim 36 is rejected for substantially the same reasons as claim 15. 
Claim 37 is rejected for substantially the same reasons as claim 16. 
Claim 38 is rejected for substantially the same reasons as claim 17. 
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Claim 39 is rejected for substantially the same reasons as claim 18. 



Claim 40 is rejected for substantially the same reasons as claim 19. 



Claim 41 is rejected for substantially the same reasons as claim 20. 



Claim 42 is rejected for substantially the same reasons as claim 21 . 



3. Independent claims 43 & 59 and dependent claims 44-58 & 60-74 are rejected under 35 
U.S.C. §103(a) as being unpatentable over Dedrick . 

As per claim 43, Dedrick (FIG. 1 through FIG. 5; FIG. 6a; FIG. 6b; FIG. 7a; col. 
1, 11. 14-21; col. 3, 11. 29-67; col. 15, 11. 15-31; col. 4, 11. 1-67; col. 7, 11. 9-15 and the 
ABSTRACT) shows elements that suggest the elements and limitations of claim 43. 

Dedrick lacks an explicit recitation of the elements of claim 43. 

"Official Notice" is taken that both the concept and the advantages of "acquiring 
consumer credit card information; tracking consumer movement within a plurality of web 
sites located at a plurality of web servers, and sending promotional material to the 
consumer based upon the tracked consumer movement within the web site. . . ." were 
obvious, well known and expected in the art by one of ordinary skill at the time of the 
invention because such tracking would have enabled a merchant to target specific 
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consumer segments for specific promotional incentive, and thereby saving the merchant 
expenses that would ordinarily be sent en mass to unqualified consumers. 

As per claim 44, Dedrick shows the method of claim 43. 

Dedrick lacks an explicit recitation of the elements of claim 44. 

"Official Notice" is taken that both the concept and the advantages of "wherein 
the credit card information is acquired when a consumer purchases an item from a seller's 
web site. . . ." were obvious, well known and expected in the art by one of ordinary skill at 
the time of the invention because such an acquisition would have enabled a merchant to 
identify a consumer and collect payment from said consumer. 

As per claim 45. Dedrick shows the method of claim 43. 

Dedrick lacks an explicit recitation of the elements of claim 45. 

"Official Notice" is taken that both the concept and the advantages of "wherein 
the credit card information includes [sic] consumer name. . . ." were obvious, well known 
and expected in the art by one of ordinary skill at the time of the invention because such 
information would have enabled a merchant to identify a consumer, as well as, collect 
payment from said consumer. 



As per claim 46, Dedrick shows the method of claim 43. 
Dedrick lacks an explicit recitation of the elements of claim 46. 
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"Official Notice" is taken that both the concept and the advantages of "wherein 

the credit card information includes [sic] consumer mailing address " were obvious, 

well known and expected in the art by one of ordinary skill at the time of the invention 
because such information would have enabled a merchant to identify a consumer, as well 
as, send merchandise to a correct address or later contact the consumer. 

As per claim 47. Dedrick shows the method of claim 43. 

Dedrick lacks an explicit recitation of the elements of claim 47. 

"Official Notice" is taken that both the concept and the advantages of "wherein 

the credit card information includes [sic] consumer email address " were obvious, 

well known and expected in the art by one of ordinary skill at the time of the invention 
because such information would have enabled a merchant to identify a consumer, as well 
as, later contact the consumer. 

As per claim 48. Dedrick shows the method of claim 43. 

Dedrick lacks an explicit recitation of the elements of claim 48. 

"Official Notice" is taken that both the concept and the advantages of "wherein 
the movement is tracked by an IP address corresponding to the consumer's credit card 
information and stored in a log file. . . ." were obvious, well known and expected in the art 
by one of ordinary skill at the time of the invention because such tracking would have 
enabled a merchant to provide promotional awards or incentive points. 
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As per claim 49. Dedrick shows the method of claim 48. 

Dedrick lacks an explicit recitation of the elements of claim 49. 

"Official Notice" is taken that both the concept and the advantages of "wherein 
the log file includes information regarding the purchase the consumer makes while visiting 

the accessed web site " were obvious, well known and expected in the art by one of 

ordinary skill at the time of the invention because such tracking would have enabled a 
merchant to provide promotional awards or incentive points. 

As per claim 50. Dedrick shows the method of claim 48. 

Dedrick lacks an explicit recitation of the elements of claim 50. 

"Official Notice" is taken that both the concept and the advantages of "wherein 

the log file includes the duration of the consumer's visit to a particular web site " were 

obvious, well known and expected in the art by one of ordinary skill at the time of the 
invention because such tracking would have enabled a merchant to qualify the consumer. 

As per claim 5 1 , Dedrick shows the method of claim 48. 

Dedrick lacks an explicit recitation of the elements of claim 5 1 . 

"Official Notice" is taken that both the concept and the advantages of "developing 
a master database based upon the log file; querying the master database; and determining 
consumer preferences. . . ." were obvious, well known and expected in the art by one of 
ordinary skill at the time of the invention because such methods would have enabled a 
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merchant to quantify and qualify the number of potential consumers who had a genuine 
interest in their merchandise. 

Claim 52 is rejected for substantially the same reasons as claim 51 . 

Claim 53 is rejected for substantially the same reasons as claim 5 1 . 

Claim 54 is rejected for substantially the same reasons as claim 51. 

Claim 55 is rejected for substantially the same reasons as claim 51 . 

Claim 56 is rejected for substantially the same reasons as claim 51. 

As per claim 57, Dedrick shows the method of claim 43. 

Dedrick lacks an explicit recitation of the elements of claim 57. 

"Official Notice" is taken that both the concept and the advantages of 

"promotional material is sent to [sic] consumer electronically " were obvious, well 

known and expected in the art by one of ordinary skill at the time of the invention because 
such methods would have enabled a consumer to receive promotional awards online. 
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As per claim 58, Dedrick shows the method of claim 43. 

Dedrick lacks an explicit recitation of the elements of claim 58. 

"Official Notice" is taken that both the concept and the advantages of 
"promotional material is sent to [sic] consumer at consumer's mailing address. . . ." were 
obvious, well known and expected in the art by one of ordinary skill at the time of the 
invention because such methods would have enabled a consumer to keep track of 
promotional awards. 

Claim 59 is rejected for substantially the same reasons as claim 43. 

Claim 60 is rejected for substantially the same reasons as claim'44. 

Claim 61 is rejected for substantially the same reasons as claim 45. 1 

Claim 62 is rejected for substantially the same reasons as claim 46. 

Claim 63 is rejected for substantially the same reasons as claim 47. 

Claim 64 is rejected for substantially the same reasons as claim 48. . • , . 



Claim 65 is rejected for substantially the same reasons as claim 49. 
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Claim 66 is rejected for substantially the same reasons as claim 50. 
Claim 67 is rejected for substantially the same reasons as claim 51. 
Claim 68 is rejected for substantially the same reasons as claim 52. 
Claim 69 is rejected for substantially the same reasons as claim 53. 
Claim 70 is rejected for substantially the same reasons as claim 54. 
Claim 71 is rejected for substantially the same reasons as claim 55. 
Claim 72 is rejected for substantially the same reasons as claim 56. 
Claim 73 is rejected for substantially the same reasons as claim 57. 
Claim 74 is rejected for substantially the same reasons as claim 58. 
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CONCLUSION 



4. 



Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 
Washington, D.C. 20231 



Any response to this action may be sent via facsimile to either: - 
(703) 746-7239 or (703) 872-9314 (for formal communications EXPEDITED PROCEDURE) or 
(703) 746-7239 (for formal communications marked AFTER-FINAL) or 
(703) 746-7240 (for informal communications marked PROPOSED or DRAFT). 



Hand delivered responses may be brought to: 

Sixth floor Receptionist 
Crystal Park II 
2121 Crystal Drive 
Arlington, Virginia. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to John L. Young who may be reached via telephone at (703) 305-3801 . The 
examiner can normally be reached Monday through Friday between 8:30 A.M. and 5:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 



Eric Stamber, may be reached at (703) 305-8469. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-3900. 



John L. Young 
Patent Examiner 

ERIC W. STAMBER 
PRIMARY EXAMINER 

November 28, 2001 p " 




